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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-49, drawn to a security document, classified in class 428, 
subclass 195.1. 

II. Claims 50-59, drawn to method of manufacturing a security document, 
classified in class 427, subclass 150. 

2. Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case, the product can be made by depositing a first 
security coating on an extruded substrate and depositing a second security coating on 
the first security coating. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. During a telephone conversation with John Reed on August 9, 2005, a 
provisional election was made with traverse to prosecute the invention of Group I, 
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claims 1-49. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 50-59, withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently name inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a petition under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Claim Rejections - 35 USC § 103(a) 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-3, 6-12, 18-22 and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dotson et al. (U.S. 5,814,579). 

Dotson discloses a security document (column 1, line 11) having a substrate 
coated with a dye layer which is sensitive to solvent and abrasion (column 7, lines 34-40 
and column 8, lines 10-14). Dotson further discloses the substrate being printed having 
an image (column 2, lines 1-13) using flexographic printing comprising 3 to 15 weight 
percent liquid dye, about 20 to 40 weight percent water and about 0 to 5 weight percent 
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film former (column 5, lines 15-21). Although Dotson does not explicitly disclose multiple 
coatings, it would have been obvious to one of ordinary skill in the art obvious to one 
having ordinary skill in the art at the time the invention was made to duplicate the 
coating layer, which is sensitive to solvent and abrasion, since it has been held that 
mere duplication of essential working parts involves only routine skill in the art. St. Regis 
Paper Co. v. Bemis Co., 193 USPQ 8. 



Claim Rejections - 35 USC § 103(a) 

8. Claims 1 6-1 7 and 47 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Dotson et al. (U.S. 5,814,579) in view of Taylor et al (U.S. 6,062,604). 

Dotson is relied upon for claim 1 . Dotson does not disclose folding the document. 
Taylor teaches a security document comprising optically variable ink (column 1, lines 9- 
21 ) formed from a substrate having a coating on one or both sides, where the sheet is 
flexible and can be folded about a center line, which bring both sides of the folded 
article together (column 2, lines 22-46). Dotson and Taylor are both directed to security 
documents. It would have been obvious to one of ordinary skill in the art to have folded 
the security document, as taught in Taylor, in the security document of Dotson so the 
second portion of the security document can be inspected or verified by viewing both 
the first and second portions together (column 2, lines 54-64). 
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Claim Rejections - 35 USC § 103(a) 

9. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dotson 
et al. (U.S. 5,814,579) in view of Berson (U.S. 5,932,870). 

Dotson is relied upon for claim 1 . Dotson does not disclose a bar code. Berson 
teaches a security document in the form of a drivers license having a bar code for 
abrasion resistance. Dotson and Berson are both directed to security documents. It 
would have been obvious to one of ordinary skill in the art to have included a bar code, 
as taught in Berson, in the security document of Dotson to improve the security for the 
documents (column 2, lines 20-27). 



Claim Rejections - 35 USC § 103(a) 

10. Claim 15 and 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dotson et al. (U.S. 5,814,579) in view of Halbrook, Jr. et al. (U.S. 5,883,043). 

Dotson is relied upon for claim 1 , as above. Dotson does not explicitly disclose 
optically variable ink such as thermochromic ink. Halbrook, Jr. teaches a security 
document (column 1, lines 5-10) having optically variable pigments and dyes such as 
thermochromic (column 3, lines 1-5). Dotson are Halbrook, Jr. are both directed to 
security documents. It would have been obvious to one of ordinary skill in the art to 
have included thermochromic ink, as taught in Halbrook, Jr., in the security document of 
Dotson to improve the security for the document. 
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Claim Rejections - 35 USC § 103(a) 

1 1 . Claims 4-5, 24-29, 33-46 and 48-49 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Dotson et al. (U.S. 5,814,579) in view of Lu (U.S. 5,591,527). 

Dotson is relied upon for claim 1, as above. Dotson does not disclose the article 
is a drivers license. Lu teaches security articles comprising an image or design (column 
1, lines 50-55) having a separation layers (column 2, lines 10-25) where the substrate 
may be made of paper and is a drivers license (column 3,lines 1-5). Lu further teaches 
the article has a layer to protect the substrate (column 5,lines 17-22) having a laminate 
comprising two or more layers (column 12, lines 55-60) which are tear resistant. The 
article can be coated on the back side of the article (column 1 6, lines 5-1 1 ). Dotson are 
Lu are both directed to security documents. It would have been obvious to one of 
ordinary skill in the art for the security document to be drivers license, as taught in Lu 
having the added security features to protect and identify the consumers using the 
security cards. 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Lakes et al (U.S. 5,912,205) teaches a security document having 
a coating which is solvent and abrasion sensitive (column 3, lines 1-31). 
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Conclusion 



13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1522. The examiner can normally be reached on Monday through Friday 9:00 AM 
-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). > 




L. Ferguson 
Patent Examiner 
AU 1774 




